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Abstract

Intellectual property rights (IPR) is a surging field in law and has received huge
attention from governments, academic fields, universities, and industries.
Accompany with the increasing number on patent litigations, determination on
ownership of IPR has become a critical issue especially to the academic fields. In
this paper, we studied the dispute on the IPR ownership between Stanford and Roche.
Also, we proposed several solid suggestions based on the extensive interviews with
experts on IPR and case studies.

In case studies, we focus on the Supreme Court’s holding on Stanford v. Roche.
Comparative studies between Stanford v. Roche and several IPR litigations in China,
Japan, and Taiwan were conducted. Although the Supreme Court of the United
States restated the spirit of Bayh-Dole Act and the concept that inventors own the
original patent rights. We believed this holding may have a huge impact to the
universities in the United States comparing to its limited impact in Taiwan due to the
different systems of laws between these two countries.

In interviews, we visited several professionals in George Washington
University and University of Washington in the United States. Also, we visited three
technology transfer offices of the universities in Taiwan. The contents of interviews
cover due diligences, IPR management, IPR education, and their comments on
Stanford v. Roche.

In conclusion, we proposed several suggestions to both industries and academic
fields in Taiwan. Firstly, the ownership and interest should be carefully and clearly
distributed via contracts. Moreover, the education on IPR should be continuously
enforced to employees, researchers, and faculties, making sure they understand their
privileges and obligations related to IPR. Finally, local regulations on IPR should be
carefully examined ensuring the enforceability of contracts in international
collaboration.

Key Words

Intellectual Property Rights, Stanford, Roche, Cetus, Bayh-Dole Act
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* 35 U.S.C. 256 Correction of named inventor.
Whenever through error a person is named in an issued patent as the inventor, or through error an
inventor is not named in an issued patent and such error arose without any deceptive intention on
his part, the Director may, on application of all the parties and assignees, with proof of the facts
and such other requirements as may be imposed, issue a certificate correcting such error.
The error of omitting inventors or naming persons who are not inventors shall not invalidate the
patent in which such error occurred if it can be corrected as provided in this section. The court
before which such matter is called in question may order correction of the patent on notice and

hearing of all parties concerned and the Director shall issue a certificate accordingly
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AT hE RE R X 27 & R4k 7 George Washington Universit =
University of Washington & #r& 223 » H & A v 2> 2 L H 4o g ¢
1. George Washington University :

Charanjeet S. Guron
Associate Director, Office of Technology Transfer
2. University of Washington :
(1)Patric Shelby
Associate Director, Technology Licensing, Engineering
(2)Toshiko Takenaka
Professor of Law, Washington Research Foundation/W. Hunter
Simpson Professor of Law, Director, CASRIP
(3)James A. Severson
Professor of Law, Director, Golden Ventures LLC

(=) FRAFHFAE

A AEREE REFT N 4T

1.What is your comment on Stanford v. Roche? Will the improper phrase
(agree[d] to assign) used in the contract between Stanford and Holodniy
grant any right to Holodiny to transfer his invention to Centus? What if
there was no agreement between Stanford and Holodiny?

2.Did the case between Stanford and Roche make any impact on the policies
of intellectual property management at UW?

3.In your experience on technology transfer and IPR management, are there
any tips to design contract between universities and faculties (especially
professors)?

4.1n your experiences on IPR and technology transfer, what are critical issues
should universities consider when starting a collaboration program (the
program is partially supported by feudal founds) with private company?
Do you suggest any limitations that should be put on faculties when they
are going to involve in the program mentioned above?

EREP R A R T
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http://ipcc.moeasmea.gov.tw/index.php?option=com content&view=article&id=498:n
ews-2010092101&catid=85:hotnews 100.09.20

9-71


http://ipcc.moeasmea.gov.tw/index.php?option=com_content&view=article&id=498:news-2010092101&catid=85:hotnews
http://ipcc.moeasmea.gov.tw/index.php?option=com_content&view=article&id=498

PELEI R EPEEEEA T #2751 N 4 45 1 ) —100 E AR MET i RE 7 e
ABH T B E 17 /B~ 7/ — L{ Stanford vs Roche 2347

it 7 0 R Invitating Lett and Quesions
Dear Dr. XXXXXXXXXXXXX,

We write to request a one-hour-appointment with you to discuss issues on technology
transfer and patent management and would like to thank you for taking time to meet
with us. Would XXX or XXX pm on Jul. XXX () at University of Washington be
convenient?

As you may aware, we are members of an annual Multidiscipline Management of
Technology (MMOT) training program, sponsored by Cornerstone Intellectual
Property Foundation of Taiwan and the Asia Pacific Legal Institute of Washington,
DC, and under the auspices of the Ministry of Economic Affairs (MOEA) of Taiwan.
This program entails a three-month initial training in Taiwan and followed by a
two-month intensive training in the United States, covering the law and policy of
intellectual property, the practices of technology transfer and other business and
marketing know-how concerning technology management. The goal is to train future
leaders in the areas of technology and/or other intellectual assets management. By far
this is the most significant education collaboration and undertaking among the
government, academia and industries in this field.

As a part of the requirement to complete this training, participants are divided into
several groups to conduct a thorough research on a given thesis topic. We must
complete this paper before the end of October, in English or Chinese, with both
quality and quantity equivalent to that of a thesis leading towards a master degree in
any graduate study program, so that the organizers/sponsors can publish it in time.

In addition, we are required to present our papers along with research groups at a
conference in November and in Taipei. The purpose of this exercise is to explore
various policy and/or strategy issues that Taiwan needs to address and to enhance
future technology cooperation and exchange activities between firms or institutions in
Taiwan and the United States in the future.

Attached below please find our research topic and a questionnaire that we would like
to follow when we meet. We appreciate very much your feedback or input. Thank
you once again and we look forward to seeing you.

Sincerely,

On behalf of the Research group
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ToriC
The Examination of Universities Intellectual Property Rights (IPR)
Ownership - Stanford v. Roche Questions Bayh-Dole Legislation

TeEAM MEMBER
Team Leader :

Jou, Ying-Tzy(Assistant Professor, National Pingtung University )
Team members :
Lin, Chun-Ting(Assistant Researcher, National Applied Research Laboratories)
Kuo, Kai-Chen (General Foreman, IP Unit, China steel Corportion)
Hsiao, Yu-Chen(Senior Specialist, Ministry of Education)
Hsia, Wen-Chen(Legal Manager, HOYA Architects & Associates)

QUESTIONNAIRE

1. What is your comment on Stanford v. Roche? Will the improper phrase (agree[d]
to assign) used in the contract between Stanford and Holodniy grant any right to
Holodiny to transfer his invention to Centus? What if there was no agreement
between Stanford and Holodiny?

2. Did the case between Stanford and Roche make any impact on the policies of
intellectual property management at UW?

3. Inyour experience on technology transfer and IPR management, are there any
tips to design contract between universities and faculties (especially professors)?

4. Inyour experiences on IPR and technology transfer, what are critical issues
should universities consider when starting a collaboration program (the program
is partially supported by feudal founds) with private company? Do you suggest
any limitations that should be put on faculties when they are going to involve in
the program mentioned above?
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Charanjeet S. Guron, PhD., CLP / Associate Director
TR

2011/7/19 = = 15:00 = 15:50

Bl

Office of Technology Transfer on George Washington University
2033 K Street, NW, Sutte 750

TR E
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